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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 27, 
2005, has been entered. 

Response to Amendment 

The amendment filed July 27, 2005, has been entered. Claims 1-4,6,8- 
11,13,21,24-26,29, and 32-34 are currently amended. Claims 5,12,15-20 are cancelled. 
Claim 38 has been added. Claims 1-4,6-11,13-14, and 21-38 are examined in this non- 
final office action. 

Response to Arguments 

Applicant's arguments filed July 27,2005, have been fully considered but they are 
not persuasive. Applicant's arguments with respect to the claims are moot in view of the 
extensive amendments and the new ground(s) of rejection. 
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Drawings 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the lookup tables 
indexed by combination of three or more objective parameter values, and the retrieval of 
values of attributes contributing to visual appeal from one or more lookup tables indexed 
by combination of three or more objective parameter values must be shown or the 
feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
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Figures 1-6 should be designated by a legend such as -Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Specification 

The specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting 
any errors of which applicant may become aware in the specification. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1-4, 6-11, 13-14, 26-28, and 34-36 are rejected under 35 U.S.C. 103(a) 

as being unpatentable over Malnekoff (US Patent No. 6,304,853) in view of Rubin 

(US Patent No. 4,527,895): 
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Malnekoff teaches a system and method for providing a user with an assessment 
of the beauty and desirability of a gemstone. For example, Malnekoff teaches receiving 
data unique to a gemstone from a user via an input device and generating an evaluation 
report including a description of the qualities of a gemstone (see at least abstract). 
Malnekoff also teaches communicating the report with the description to the user via an 
output device (see at least abstract). Malnekoff further teaches: 

• a computer receiving a plurality of objective parameter values from the user 
relating to the measured physical proportions of a gem stone : (see at least 
column 4 lines 12-36, column Fig.4); objective parameter values at least include 
a depth percentage, table percentage, crown angle or percentage, pavilion angle 
or percentage, culet percentage and girdle thickness (see at least column 1 lines 
33-44, column 4 lines 24-45. Please note: these are cut measurements and cut 
proportions. Use of a number of these objective gemstone parameter types is 
inherent in any gemstone measurement system or method); objective parameter 
values are received electronically over a telecommunications network link such 
as the internet (see at least Fig. 2, column 2 lines 31-37, column 3 lines 27-35); a 
computer input device for the user to enter said plurality of objective parameter 
values (see at least abstract, Fig. 1-3); a computer display device for displaying 
gem stone assessment to user (see at least abstract, Figs. 1-3,7). 

• the computer determining values for a plurality of attributes of the gem stone 
contributing to visual appeal : each of said attribute values being derived from a 
combination of three or more of the received objective parameter values, the 
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derivation being based upon predetermined consumer preferences (see at least 
column 4 line 58 - column 5 line 5); wherein the attributes include one or more of 
brilliance, fire, scintillation and diameter spread (see at least column 4 lines 24- 
45, column 4 line 58 - column 5 line 5. Please note: use of these attributes is 
inherent in any gemstone appraisal system or method). 

• the computer establishing a rating value of the gem stone based upon said 
values of attributes contributing to visual appeal : applying an adjustment to one 
or more of the values of attributes contributing to visual appeal and/or the rating 
value in accordance with one or more of vertical spread, table size, girdle 

. thickness, culet size, half facets, symmetry, polish (see at least column 4 line 58 
- column 5 line 18, column 5 lines 27-33. Please note: price is a rating value, 
and where it is adjusted based on attributes affecting the "look" of the gemstone, 
this is the same as establishing the rating value based on attributes contributing 
to visual appeal). 

• providing a gem stone assessment including a description of the visual 
appearance of the gem stone based upon the determined values of attributes 
contributing to visual appeal and/or the established rating value : (see at least 
column 2 lines 20-23, column 5 lines 61-65, column 6 lines 60-62); includes a 
numerical value corresponding with the rating value (see at least column 2 lines 
15-30, column 4 lines 18-23, column 4 line 37-column 5 line 18). 

• the gem stone is a diamond : (see at least column 1 lines 58-65, column 5 lines 
27-33. Please note: the type of gem stone has no functional role in the method 



F 
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and is therefore non-functional descriptive material. This descriptive material will 
not distinguish the claimed invention from the prior art in terms of patentability, 
see In re Gulack, 703 F.2d 1381 , 1385, 217 USPQ 401, 404 (Fed. Cir. 1983). 
MPEP2106). 

• Computer program product including computer readable code within said 
computer usable medium implementing steps in a method : (see at least 
Figs.2,3,5; column 3 line 53-58, column 7 line 11-17). 

Malnekoff teaches all of the above as noted under the 103(a) rejection and 
teaches a) indexing a data structure based on gem stone characteristics, b) computing 
an adjustment factor taking into account additional factors, c) the additional factors 
including current market conditions, jeweler preferences, and differing expert opinions, 
and d) adjusting the indexed value using the adjustment factor. Malnekoff, however, 
does not explicitly disclose providing an assessment of the subjective beauty and 
desirability of the gemstone to the user. Rubin (US Patent No. 4527895) teaches 

• providing an assessment of the subjective beauty and desirability of the 
gemstone to the user : based upon said rating value and/or said values of 
attributes contributing to visual appeal (see at least column 1 lines 33-49). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the system and method of Malnekoff to include providing an 
assessment of the subjective beauty and desirability of the gemstone to the user, as 
taught by Rubin, in order to make the evaluations provided by Malnekoff more 
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meaningful to the user and thereby attract more users and increase the purchasing of 
diamonds. 

Pertaining to computer readable medium Claims 8-11 and 13-14 

Rejection of Claims 8-1 1 and 13-14 is based on the same rationale as noted 

above. 

2. Claims 21-25, 29-33, and 37-38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Malnekoff in view of Rubin, as applied to claims 1, 8, and 34 
above, and further in view of Shannon (US Patent No. 5,966,673). 

Malnekoff and Rubin teach all of the above as noted under the 103(a) rejection and 
teach a) retrieving attributes contributing to visual appeal from one or more lookup 
tables indexed using three or more parameters, and retrieving attribute values from 
lookup tables, b) indexing by combinations of attribute values, c) adjusting rating value 
using values of attributes, and d) establishing a desired attribute by combining attributes 
contributing to visual appeal. Malnekoff and Rubin, however, do not disclose retrieving 
values of attributes contributing to visual appeal from one or more lookup tables indexed 
by a combination of three or more objective parameter values with entries in the lookup 
tables predetermined using a computer software program for performing virtual diamond 
analysis and obtained by analyzing actual diamonds, computing values of attributes 
contributing to visual appeal from a virtual model of a diamond corresponding with the 
received objective parameter values using a computer software program for performing 
virtual diamond analysis, rating value established by summing the values of attributes 
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contributing to visual appeal applying a corresponding numerical weighting to each of 
said values of attributes, and summing the weighted attribute values, and an interface 
with a diamond proportion measuring device for receiving proportional parameters of a 
diamond measured by said measuring device. 

Shannon teaches retrieving values of attributes contributing to visual appeal from 
one or more lookup tables indexed by a combination of three or more objective 
parameter values (see at least column 7 lines 24-32, column 8 lines 28-34, column 9 
lines 52-67, column 12 lines 30-37, column 28 line 47 - column 29 line 12, column 49 
lines 12-67); entries in the lookup tables are predetermined values computed using a 
computer software program for performing virtual diamond analysis and obtained by 
analyzing actual diamonds (see at least column 7 lines 24-32, column 9 lines 61-67, 
column 11 lines 24-46, column 52 lines 45-50). Shannon further teaches: 

• computing said values of attributes contributing to visual appeal from a virtual 
model of a diamond corresponding with the received objective parameter values 
using a computer software program for performing virtual diamond analysis : (see 
at least column 49 lines 2-67, column 11 lines 1-46). 

• rating value established by summing the values of attributes contributing to visual 
appeal : (see at least column 10 lines 26-35); applying a corresponding numerical 
weighting to each of said values of attributes, summing the weighted attribute 
values (see at least column 12 lines 38-46, column 13 lines 21-30, column 18 
lines 25-43, column 49 lines 31-36). 
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• an interface with a diamond proportion measuring device for receiving 

proportional parameters of a diamond measured by said measuring device : (see 
at least column 7 lines 17-23). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the methods and system of Malnekoff in view of Rubin to 
include retrieving values of attributes contributing to visual appeal from one or more 
lookup tables indexed by a combination of three or more objective parameter values 
with entries in the lookup tables predetermined using a computer software program for 
performing virtual diamond analysis and obtained by analyzing actual diamonds, 
computing values of attributes contributing to visual appeal from a virtual model of a 
diamond corresponding with the received objective parameter values using a computer 
software program for performing virtual diamond analysis, rating value established by 
summing the values of attributes contributing to visual appeal applying a corresponding 
numerical weighting to each of said values of attributes, and summing the weighted 
attribute values, and an interface with a diamond proportion measuring device for 
receiving proportional parameters of a diamond measured by said measuring device, as 
taught by Shannon, in order to make the evaluations provided by Malnekoff in view of 
Rubin more meaningful to the user and thereby attract more users and increase the 
purchasing of diamonds. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adam Levine whose telephone number is 571 .272.8122. 
The examiner can normally be reached on M-F, 8:30-5:00 Eastern. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn W. Coggins can be reached on 571.272.7159. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Adam Levine 
Patent Examiner 
October 14, 2005 
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